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DETAILED ACTION 

1. Applicant's election of Group I, claims 1-3 and species PspC, in Paper No. 9 
is acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

2. Claims 4-27 are withdrawn from further consideration pursuant to 37 

CFR 1.142(b) as being drawn to a nonelected inventions and species, there being no 
allowable generic or linking claim. Election was made without traverse in Paper No. 
9. 

3. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. The claims are vague and 
indefinite because it contains the use of an alternative expression (and/or)wherein 
the limitation covers two different elements. See MPEP 706.03(d), paragraph 5. 
The claims are vague and indefinite in the recitation of epitope or epitopic region 
of PspC; where are these regions within the PspC? Have they been defined by 
specific amino acid sequences? What specific portion of the proline-rich region is 
considered the epitope of epitopic region of PspC? 
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5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless — 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant 
for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country 
or in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 



6. Claims 1-3 are rejected under 35 U.S.C. 102(a or b) as being anticipated by 
Brooks-Walter (ASM 1997 abstract), Briles et al (1997 Microbial Drug Resistance; 
review presented in 1996) or Swiatlo et al (1997). 

The claims are directed to an isolated polypeptide comprising at least on 
epitope or epitopic region of PspC. It is noted that specification defines the 
epitope or epitopic region of PspC to be the proline rich region (see p. 35; p. 7) or 
the alpha helical region (see p. 7). 

Brooks- Walter df sclose a PspC protein that is highly antigenic, and that has 
a proline rich region and alpha helical region. 

Briles et al disclose a PspC protein that has an N-terminal alpha helical 
domain, a proline-rich domain (p. 406, cols. 1 and 2). 
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Swiatlo et al discloses an isolated protein having a proline-rich region and 
alpha-helical coding domain (abstract). It is noted that the "pspA-like" protein is 
now called PspC. 

The prior art discloses the claimed isolated polypeptide. Since the Office 
does not have the facilities for examining and comparing applicants' polypeptide 
with the polypeptide of the prior art, the burden is on applicant to show a novel or 
unobvious difference between the claimed product and the product of the prior art 
(i.e., that the polypeptide of the prior art does not possess the same material 
structural and functional characteristics of the claimed polypeptide). See In re 
Best, 562 F.2d 1252, 195 USPQ 430 (CCPA 1977) and In re Fitzgerald et al 205 
USPQ 594. 

7. No claims are allowed. 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to N. M. Minnif ield whose telephone number is 
(703) 305-3394. The examiner can normally be reached on Monday-Thursday from 
7:00 AM-4:30 PM. The examiner can also be reached on alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Lynette R. F. Smith, can be reached on (703) 308-3909. 
The fax phone number for Technology Center 1600 is (703) 308-4556. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the Technology Center 1600 receptionist whose telephone 
number is (703) 308-0196. 



N. M. Minnif ield 
May 21, 2001 




